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Introduction

This is an opposition matter filed by the opponents herein, Mepha AG (the opponent), 

against the registration of trade mark application no. KE/T/2009/065928 ARTEQUICK 

ARTEPHARM and Star device in the name of East & West Pharmaceuticals Ltd. (hereafter the 

applicant).

Procedural Background

On 16 July 2009, the applicant applied for registration of the mark ARTEQUICK ARTEPHARM 

and Star device in class 5 of the Register for pharmaceuticals.  By a letter dated 17 August 

2009, the applicant was informed that the application had been examined and approved for 

advertisement in the Journal.  It was thereafter advertised in the Industrial Property 

Journal of 31 October 2009.

On 26 January 2010, the opponent's advocates filed a Notice of Opposition to the 

registration of the opposed mark on the grounds, inter alia, that they were the owners of 

the trade mark ARTEQUIN, registered with effect from 8 May 1992 for pharmaceutical and 

veterinary preparations and substances in class 5, that their mark had become well known 

in Kenya and synonymous with their goods, that the opposed mark was visually and 

phonetically similar to their trade mark and that the goods covered by the opposed mark 
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were similar to the goods manufactured and sold by the opponent and bearing its trade 

mark.

The applicant filed its counter-statement on 24 March 2010 in which, inter alia, it denied 

that its trade mark was identical to or significantly similar to the opponent’s trade mark, it 

averred that the market targeted by the product was sophisticated and well-informed thus 

able to distinguish their mark from the opponent’s mark and affirmed that the opposition 

was solely designed to deny them entry to the Kenyan market.  The counter-statement also 

averred that the mark ARTEQUICK was “a brand name of their principal Artepharm Company 

Limited a company incorporated and carrying on business in China”.

Thereafter, on 9 August 2010, the opponent filed a statutory declaration sworn on its behalf 

by Martin G Berger and Walter Saladin, the Vice President International and Chief Financial 

Officer respectively, of Mepha GmbH, formerly Mepha AG (the opponent).  In their statutory 

declaration, the deponents declared inter alia, that the opponent was the owner of the 

trade mark ARTEQUIN which had always been used on the packaging of pharmaceuticals 

manufactured and sold internationally and in Kenya by its distributor, Goodman Agencies 

Ltd, that goods bearing the mark had been promoted and sold in Kenya since 2003, that the 

opposed mark was sufficiently similar, visually and phonetically, to their mark as to be 

likely to cause confusion and deception to the public, that the applicant was not the true 

owner of the mark and thus not entitled to apply for its registration, that the goods 

covered by the applicant’s application were of the same character as the goods for which 

the opponent’s mark was registered, and that the entry of the opposed mark on the 

Register would cause members of the Kenyan public to be deceived and confused.  Attached 

to the declaration were a number of exhibits in support of the opponent’s averments.

On the same date, it filed another statutory declaration by one Dr. Mohamed Gubara, a 

director of Goodman Agencies Limited authorised to make the declaration in support of the 

opponent’s opposition.  

On 22 December 2010, the applicant filed a statutory declaration sworn by Dr. Huang Yi, its 

Managing Director, on its behalf.  In the declaration, the deponent averred, inter alia, that 

the opposed mark was distinctive in style and bore no resemblance to the applicant’s mark, 

that there was no likelihood of confusion occurring among members of the public and that 

it had the mandate and authority of its principal to apply for registration of the mark.
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Lastly, on 3 May 2011, the opponent filed a statutory declaration declared by Viktor Brantl 

and Walter Saladin, the Vice President Generic Development Europe and the Chief Finance 

Officer Generics Europe respectively, in reply to the Huang Yi declaration.  In the 

declaration, the deponents confirmed that the opponent was the owner of the trade mark 

ARTEQUIN and provided copies of invoices, packaging lists and waybills proving sales of its 

product to the local distributor, Goodman Agencies Ltd.

By consent, the advocates of the parties agreed that written submissions would be filed by 

each of them in a manner specified in the consent letter.  Submissions were accordingly 

filed by the opponent and the applicant on 22 August 2011 and 5 October 2011 respectively. 

The opponent then filed its submissions in reply on 18 October 2011.  Thereafter, on 24 

April 2012, the parties appeared before the Registrar to highlight their written submissions.

At this juncture, I would like to thank the advocates for both sides for their very detailed 

and comprehensive submissions together with the wide-ranging authorities referred to, all 

of which contributed substantially to the decision arrived at herein.  I have carefully 

considered their contents and see no benefit in setting them out at length in this ruling.  I 

shall instead summarise the arguments made by counsel when they appeared before me 

and refer to specific arguments made by the parties when I consider the issues raised in this 

opposition proceeding.

The Opponent's Submissions

In highlighting his submissions, counsel for the applicant started by reiterating that the 

onus was on the applicant, East & West Pharmaceuticals, to prove that there was no 

likelihood of confusion or deception which might arise from the registration and use of the 

opposed mark.  That onus does not shift in these proceedings and there were authorities 

which supported that statement. 

The second point was that the opponent's mark ARTEQUIN on which it was relying was 

registered under an international registration No. 586050 with effect from 8 May 1992.  The 

international registration designated Kenya and, in addition to that, he noted from the 

declarations that the opponent had been using that mark in Kenya on its pharmaceutical 

goods since 2003.
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The third point highlighted was that the opposition had been taken under sections 15(1), 14 

and 15A(1) and (4), Trade Marks Act.  The principal ground of the opposition was that the 

applicant's mark which it had applied for was sufficiently similar overall to his client's mark 

as to be likely to cause confusion.

The applicant's advocates in their submissions had claimed that what the opponent was 

trying to do was to claim an exclusive right to the word “arte”.  This was not what the 

opponent had claimed and the particular mark which the applicant was trying to register 

was not “arte” so this argument was incorrect and irrelevant.  

He submitted that the overall marks were sufficiently similar as to be likely to cause 

confusion, particularly having regard to the fact that they both covered pharmaceuticals.

There was no doubt that the goods which were covered by the applicant's mark were of the 

same type and character as the goods covered by the opponent's registered mark.

An additional point that he highlighted was that as these were pharmaceutical goods, any 

confusion that may arise from use of the applicant's mark was likely to pose a danger to the 

public.

The opponent also argued that although the applicant claimed in its submissions that its 

mark would only be used on prescription goods i.e. goods available on prescription, there 

was nothing in the specification of goods which the applicant had filed which confirmed 

this.  What that specification said was that the applicant's mark was to be used for 

pharmaceuticals.  Thus these goods could be available over the counter to the general 

members of the public.  In any case, counsel argued, pharmacists and their staff were 

equally prone to confusion.

Further, with regard to the wording and effect of section 14, Trade Marks Act, the opponent 

argued that in order to take an opposition under that section the opponent was not 

restricted to a claim that there were similarities between the marks and the goods but also 

to take the point that the applicant was not entitled to register for other reasons.  Those 

reasons in this case were as follows:

I) that the opponent's mark had become very well known in Kenya by virtue of 

extensive sales of its pharmaceutical product under that mark from 2003 – 2010.  The 

evidence given of these sales was given in Dr. Gabaro's declaration.  The applicant 

had not bothered to answer the evidence given by Dr. Gabaro so the evidence of such 
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use in Kenya was uncontroverted.

II) The applicant was not the true owner of the mark and was not entitled to file the 

application having regard to sections 20(1) and 14 of the Trade Marks Act.

The opponent also argued that the applicant's deponent and the applicant's submissions 

admitted that the mark was owned by a Chinese company.  Whilst the applicant claimed 

that it filed the application with the authority and mandate of the Chinese company, no 

evidence to support that statement was ever led by the applicant.  He therefore submitted 

that the applicant was not entitled to even file the application and claim ownership of the 

mark.  The mark was originally applied for through the Madrid system by the Chinese 

company but the Kenya registry sent an absolute refusal notice to the International Bureau 

refusing to accord protection to the international application.

With regard to sections 15A (1) and 15A(4), counsel argued that by virtue of the substantial 

use by his client of its mark on its pharmaceutical goods in Kenya from 2003 – 2010, its 

mark was well-known in Kenya and they did not have to prove anything more under those 

sections than the fact that his client's registered mark was well-known in Kenya in order to 

take advantage of those sections of the Act, i.e. 15A(1) and (4).

Although the applicant's submissions and counter-statements referred several times to the 

fact that there were two or three chemical substances, one of these was artemesin and 

another was artesumate, etc. and although they claimed that the opposed mark was 

derived from the names of these substances, counsel submitted that the applicant also 

claimed that the opponent's mark was derived from the names of these substances.  The 

opponent contended that these statements were factually incorrect and were also 

irrelevant.

Counsel submitted that the question to be determined was whether the marks looked and 

sounded similar and covered the same goods.  Members of the public did not try to 

determine the derivation of marks and whether the marks had their origins in names of 

particular chemical compounds when buying goods.

A further submission highlighted by the opponent was that section 18(3), Trade Marks Act 

was not relevant to these proceedings because there was no chemical element or 

compound named “arte”.  Furthermore, it was not open at this stage for the applicant to 

raise this argument concerning the registrability or otherwise of the opponent's registered 
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mark for the reasons that:

− it could only raise that argument if it took expungement proceedings against the 

opponent's registered mark which it hadn't done;

− the applicant could not rely on this argument when the very mark being opposed 

contained the prefix “arte”;

With regard to the applicant's attempt to rely on the argument that because there had 

been honest, concurrent use by the applicant of the opposed mark, it would be detrimental 

to the applicant if the opposed mark was not allowed to be registered, counsel for the 

opponent argued that the defence of honest concurrent user was never raised in the 

counter-statement and so the applicant was not entitled to raise it in its submissions in the 

eleventh hour.  Equally important on this issue was the fact that the applicant did not 

submit any factual evidence which substantiated the claim of honest, concurrent use on 

pharmaceuticals.  This defence could not therefore be entertained.

On the associated submission by the applicant that its mark should be registered on grounds 

that it would suffer inconvenience, counsel for the opponent argued that the short issue 

here was whether the applicant's mark was sufficiently similar to the opponent's mark to be 

likely to cause confusion or deception when used on pharmaceuticals.  The issue of 

inconvenience was irrelevant to these proceedings.

The Applicant's Submissions

In reply, counsel for the applicant agreed that the key issue for determination was whether 

the marks are similar or not similar.  It was her submission that the two marks were not 

similar and that the opponent's mark was a word mark while the applicant's mark was two 

words with a device.  If you looked at the two marks visually and phonetically, they were 

not similar.  

With regard to the other issues raised, counsel submitted that all her arguments were in 

her written submissions, which she adopted in full.

Opponent's Submissions in Reply

Counsel for the opponent had nothing further to add at the oral hearing, which I take to 

mean that the opponent relied on the written submissions in reply filed and on record.
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Issues for Determination

Having read all the detailed pleadings, submissions, and authorities submitted by the 

parties herein, I have identified the following critical issues for determination:

− is the applicant the true owner of the opposed mark and thus entitled to apply for its 

registration?

− is the opposed mark similar, visually or phonetically, to the opponent's registered 

trade mark?

− Is the opposed mark disentitled to protection in a court of justice by reason of its 

being likely to deceive or cause confusion?

− is the opponent's mark simply composed of a generic term “arte” and therefore not 

entitled to protection with regard to section 18(3)?

− has there been honest, concurrent use of the opposed mark in Kenya?

− is the opponent's mark entitled to the protection of section 15A as a well-known 

mark in Kenya?

1. Ownership of the mark

In their written submissions in reply to the applicant's submissions, the opponent submitted 

that this issue was sufficiently important and crucial for it to be determined by the Hearing 

officer as a preliminary issue before all the other issues raised in this opposition.

The arguments raised by the opponent on this issue were primarily that an international 

application to register the mark ARTEQUICK for medicines and pharmaceutical preparations 

had previously been filed by Artepharm Co. Ltd of China designating Kenya as one of the 

countries in which protection of the mark was sought and, that on 17 March 2009, the 

Kenyan Trade Marks Registry had sent a notice of total provisional refusal of the mark to the 

International Bureau on the grounds that the mark ARTEQUICK was confusingly similar to 

the mark ARTEQUIN.

The opponent submitted that in its counter-statement the applicant acknowledged that the 

opposed mark was the trade mark of Artepharm Co. Ltd. in China.  The Kenyan applicant 

was therefore not the owner of the mark when it filed the Kenyan application and thus, had 

no right to file the application having regard to section 20(1), Trade Marks Act.  Moreover, 
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argued the opponent, the applicant had not provided any tangible evidence to confirm any 

corporate relationship between itself and the Chinese company, nor had it produced any 

evidence to show that it had been authorised to register the opposed mark as its own mark. 

In support of its argument, the opponent relied on Kerly’s Law of Trade Marks and Trade 

Names, 12th edition, which notes that one of the available grounds of opposition to 

registration is that the applicant is not entitled to claim to be the proprietor of the mark.

On this issue, the applicant submitted that the opponent had no locus standi nor did it have 

instructions to advance such an argument as the proper complainant was the applicant's 

principal, who was not complaining.

Section 20(1), Trade Marks Act provides, inter alia, that “A person claiming to be the 

proprietor of a trade mark used or proposed to be used by him who is desirous of registering 

it shall apply in writing to the Registrar in the prescribed manner”.  This provision makes it 

clear that only “a person claiming to be the proprietor” can apply for registration of a 

mark.

I am therefore in agreement with the opponent that the question of proprietorship is a 

legitimate issue to be raised by an opponent in opposition proceedings.  In this instance, in 

the absence of evidence showing authority from the admitted owner of the mark, the 

applicant's own admission dooms any claim that it may have to be entitled to apply for 

registration of the mark under section 20(1).

On this ground alone, the opposition succeeds but I shall endeavour to address the other 

issues raised and so ably argued by both parties.

2. Similarity of the marks

This issue was the primary bone of contention between the parties to the opposition. The 

opponent argued that registration of the opposed mark would be contrary to the provisions 

of section 15(1), Trade Marks Act.  In making this argument, the opponent relied on its 

registration of the mark ARTEQUIN under IR Number 586050 for pharmaceutical and 

veterinary preparations and substances in class 5.  It argued that the first and most 

prominent word in the opposed mark was ARTEQUICK in bold capital letters and that the 

second word ARTEPHARM was in smaller lettering and secondary to the first word.  It 

submitted that the only difference between its mark and the opposed mark was the 
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substitution of the last two letters “CK” for the letter “N” in the opponent's mark and the 

substitution of the letters “PHARM” for “QUIN” in the second word.

For these reasons, the opponent argued that there was a likelihood of confusion and 

deception of the public continuing to exist from the use of the opposed mark by the 

applicant on pharmaceutical goods.  The opponent relied on Kerly’s Law of Trade Marks and 

Trade Names, 12th edition as well as a number of Kenyan cases including the High Court case 

of Glaxo Group Ltd v Synermed Pharmaceutical Ltd, and the Registrar’s rulings in the 

NEXOME and MAXIME opposition matters to support its position.

In reply, the applicant argued that its mark was ARTEQUICK ARTEPHARM and the Star 

device, all of which had to be considered as a whole and that upon such a consideration, 

the inevitable conclusion would be that the marks were not similar.

The applicant also argued that the products would be sold by professionals and thus it was 

highly unlikely that members of the public would be confused.  In support of its position, 

the applicant relied on a number of international cases including the well known case of 

Sabel BV v Puma AG.

On this issue, I find the arguments made on behalf of the opponent to be compelling in 

nature.  The failure of the Chinese applicant, which the applicant refers to as its 

“principle” (sic), to appeal against the earlier rejection of the international application for 

the same trade mark, which I wholly endorse, is also significant.  

I am in agreement with counsel for the opponent that even though the applicant claims 

that the mark will only be used for pharmaceuticals sold on prescription, there is no 

evidence to support this and if the mark were to be registered, the applicant would be at 

liberty to use it for any pharmaceutical in the relevant class. 

I therefore find that when the two marks are compared, the words ARTEQUICK and 

ARTEPHARM are closely similar to the mark ARTEQUIN and when one bears in mind that the 

average consumer will not analyse closely the individual elements of the marks, there 

exists a real likelihood of confusion and deception arising among members of the public.

3. Is the opposed mark disentitled to protection in a court of justice for being likely to 

deceive or cause confusion?

For the reasons stated above regarding the similarity between the opposed mark and the 

9



opponent’s mark, I find that registration of the opposed mark would also be contrary to 

the provisions of section 14, Trade Marks Act, as being likely to deceive or cause 

confusion among members of the public.

4. Is the Opponent's mark composed of a generic term contrary to section 18(3)?

Section 18(3), Trade Marks Act provides, inter alia, that “No word which is the commonly 

used and accepted name of any single chemical element or single chemical compound, as 

distinguished from a mixture, shall be registered as a trade mark in respect of a chemical 

substance or preparation”.  

Counsel for the applicant submitted that a trade mark holder could not appropriate a 

generic or descriptive term or chemical name of a single element for its exclusive use.

In reply, the opponent submitted that it had not claimed exclusive rights to the term “arte” 

as claimed in the applicant's submissions.  Moreover, it argued that the opposed mark was 

not “ARTE” and therefore the claim that the term was generic was irrelevant.

With all due respect, I am in agreement with submissions by the opponent that the issue in 

this instance is the registrability of the opposed mark ARTEQUICK ARTEPHARM and the Star 

Device and in determining this issue, the alleged origins or derivations of the mark are not 

relevant.  Moreover, section 18(3) refers specifically to a chemical element or chemical 

compound, which is not the case here, thus the provision is not applicable.

5. Has there been honest, concurrent use of the opposed mark in Kenya?

In its written submissions, the applicant argued that the two marks had been trading side 

by side without the opponent's volumes or being affected, implying that the marks were 

capable of co-existing in the Kenyan market.  In support of this argument, the applicant 

relied on section 15(2), Trade Marks Act which provides that:

In case of honest concurrent use or of other special circumstances which in the 

opinion of the court or the Registrar make it proper so to do, the court or the 

Registrar may permit the registration of trade marks that are identical or nearly 

resemble each other in respect of the same goods or description of goods by more 

than one proprietor subject to such conditions and limitations, if any, as the court or 

Registrar may think it right to impose.
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In reply, counsel for the opponent submitted that this defence had not been raised in the 

applicant's counter-statement, hence it was not entitled to raise this defence in its 

submissions.  Moreover, he argued that no factual evidence had been submitted in its 

statutory declarations of any sales by the applicant of pharmaceuticals bearing the opposed 

mark.

Having perused the applicant's counter-statement and statutory declaration, I am in 

agreement with the opponent that this issue had not been raised previously.  I also find that 

no evidence has been placed before me to substantiate the claim that there was indeed 

honest concurrent use of the trade marks in the Kenyan market.  The claim of honest, 

concurrent use is therefore dismissed.

6. Is the opponent's mark entitled to the protection of section 15A as a well known 

trade mark?

The opponent cited and relied on sections 15A(1) and 15A(4), Trade Marks Act and Article 

16(3) of the TRIPS Agreement as well as Article 16bis of the Paris Agreement to support its 

contention that its mark was both internationally well known and well known in Kenya as to 

entitle it to protection of its well-known mark in Kenya.  On the legal effect and 

application in Kenya of the WIPO Joint Recommendations concerning the protection of well 

known marks, the opponent submitted that the recommendations were not a binding 

instrument of law in Kenya while the provisions of Article 6 bis of the Paris Convention had 

binding effect in Kenya.

For its part, the applicant submitted, inter alia, that the opponent had not provided any 

evidence in regard to promotion of its mark, including advertising in Kenya or anywhere 

else in the world, that it had not provided any evidence on the degree of knowledge or 

recognition of the mark in the relevant sector of the public and that it had not submitted 

any evidence  on the successful enforcement of rights in the mark, in particular the extent 

to which the mark was recognised as well known by competent authorities.

On the issue of the applicable test, I am in agreement with counsel for the opponent that 

the WIPO Recommendations are not binding in nature.  The Recommendations do, however, 

provide useful guidelines in determining whether or not a mark is well known.

On the question of whether the opponent has established that its mark is well-known, I find 
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that even though the opponent provided evidence of sales of its product in Kenya as well as 

evidence of various sums of money being spent on promoting the product internationally, 

the opponent did not provide any context to these sales or figures to establish whether 

they could indeed be considered substantial relative to the Kenyan market, or widespread, 

relative to the promotion of the product globally.

I therefore find that there is insufficient evidence to establish that the mark is indeed well 

known in the Kenyan market.

Decision

For the reasons set out above, the Registrar finds that the applicant is not entitled to apply 

for registration of the mark ARTEQUICK ARTEPHARM and Star Device under section 20(1), 

Trade Marks Act.

Moreover, registration of the mark would be contrary to the provisions of section 15(1) of 

the Trade Marks and there is no evidence to substantiate the claim of honest, concurrent 

use of the mark, such as would enable the applicant to benefit from the provisions of 

section 15(2).

The mark shall therefore not proceed to registration.

Costs of these opposition proceedings are awarded to the opponent herein, Mepha GmbH, 

formerly Mepha AG.

Ruling dated and delivered at Nairobi this 20th day of June 2012
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